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Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicants submission filed on 1 1-23- 
05 has been entered. 

All rejections are withdrawn in light of applicants' amendments. 
The following is set forth as new: 

Claims 1,4, and 29-33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lancaster et al. (4,585,804), alone, or in view of Naka et 
al.(4,742,089). 

Lancaster et al. discloses combinations of catalysts inclusive of triethylene 
diamine, dimethylethamine, other amine and metal catalysts, and mixtures thereof (see 
column 3 line 64 - column 4 line 3, as well as, the entire document). 

Lancaster et al. differs from applicants' claims in that combination and specific 
amounts are not specified. However, Lancaster et al. are clear in their recitation of their 
usefulness as urethanation catalysts. Accordingly, it would have been obvious for one 
having ordinary skill in the art to have employed mixtures thereof of the recited species 
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of catalysts as catalysts combinations within the teachings of Lancaster et al. for the 

purpose of adequately performing their urethanation catalytic effect in order to arrive at 

the products of applicants' claims with the expectation of success in the absence of a 

showing of new or unexpected results. Further, it has long been held that where the 

general conditions of the claims are disclosed in the prior art, discovering the optimal or 

workable ranges involves only routine skill in the art. In re Alter, 105 USPQ 233; In re 

Reese 129 USPQ 402 . Further, a prima facie case of obviousness has been held to 

exist where the proportions of a reference are close enough to those of the claims to 

lead to an expectation of similar properties. Titanium Metals v Banner 227 USPQ 773. 

(see also MPEP 2144.05 I) Similarly, it has been held that discovering the optimum 

value of a result effective variable involves only routine skill in the art. In re Boesch, 617 

F.2d 272,205 USPQ 215 (CCPA 1980). 

As to the selection of N,N,N\N'-tetramethyl-1 ,6-hexanediamine and N,N- 

dimethylcyclohexylamine, Naka et al. demonstrates these to be equivalent to 

triethylenediamine for purposes of urethane catalysis (see column 4 lines 40-60 & lines 

« 

i 

41 ,42,43,and 59). Accordingly, it would have been obvious for one having ordinary skill 
in the art to have employed the equivalent N,N,N\N'-tetramethyl-1,6-hexanediamine 
and N,N-dimethylcyclohexylamine catalysts of Naka et al. in substitution for the 
equivalent triethylenediamine tertiary amine catalyst of Lancaster et al. for the purpose 
of imparting their urethanation imparting effect in order to arrive at the products of 
applicants' claims with the expectation of success in the absence of a showing of new 
or unexpected results. It is prima facie obvious to substitute equivalents, motivated by 
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the reasonable expectation that the respective species will behave in a comparable 
manner or give comparable results in comparable circumstances. In re Ruff ^ 18 USPQ 
343; In re Jezel 158 USPQ 99; the express suggestion to substitute one equivalent for 
another need not be present to render the substitution obvious. In re Font, 213 USPQ 

■ 

532. 

Applicants' arguments have been considered in light of the above rejection. 
However, rejection is held to be properly set forth and maintained. 

Result Must Compare to Closest Prior Art: 

Where a definite comparative standard may be used, the comparison must relate 
to the prior art embodiment relied upon and not other prior art - Blanchard v. Ooms, 68 
USPQ 314 - and must be with a disclosure identical (not similar) with that of said 
embodiment: In re Tatincloux, 108 USPQ 125. 

Results Must be Unexpected: 

Unexpected properties must be more significant than expected properties to 
rebut a prima facie case of obviousness. In re Nolan 193 USPQ 641 CCPA 1977. 

Obviousness does not require absolute predictability. In re Miegel 159 USPQ 

716. 

Since unexpected results are by definition unpredictable, evidence presented in 
comparative showings must be clear and convincing. In re Lohr 137 USPQ 548. 



Application/Control Number: 10/618,693 Page 5 

Art Unit: 1711 

In determining patentability, the weight of the actual evidence of unobviousness 
presented must be balanced against the weight of obviousness of record. In re Chupp, 
2 USPQ 2d 1437; In re Murch 175 USPQ 89; In re Beattie, 24 USPQ 2d 1040. 

Claims Must be Commensurate With Showings: 

Evidence of superiority must pertain to the full extent of the subject matter being 
claimed. In re Ackerman, 170 USPQ 340; In re Chupp, 2 USPQ 2d 1437; In re Murch 
175 USPQ 89; Ex Parte A, 17 USPQ 2d 1719; accordingly, it has been held that to 
overcome a reasonable case of prima facie obviousness a given claim must be 
commensurate in scope with any showing of unexpected results. In re Greenfield, 197 
USPQ 227. Further, a limited showing of criticality is insufficient to support a broadly 
claimed range. In re Lemin, 161 USPQ 288. See also In re Kulling, 14 USPQ 2d 1056. 

Applicants' have not persuasively demonstrated unexpected results for the 
catalyst combinations of their claims. Comparisons have not been made with the prior 
art embodiment relied upon. Applicants have not demonstrated their results to be 
clearly and convincingly unexpected and more than mere optimizations of the 
knowledge in the art or more significant than being secondary in nature. Applicants' 
showings are not commensurate in scope with the broadly encompassed (claim 1) 
and/or specifically recited (claim 4) ranges of amount values claimed. Applicants' have 
not demonstrated their showing to be commensurate in scope with the scope of 
combinations now claimed. 
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Any inquiry concerning this communication or earlier communications from the examiner should be directed to John 
Cooney whose telephone number is 571-272-1070. The examiner can normally be reached on M-F from 9 to 6. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, James Seidleck, can be 
reached on 571-272-1078. The fax phone number for the organization where this application or proceeding is assigned is 571-273- 



Information regarding the status of an application may be obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toil-free). 
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